§ 1.499

and paras. (f) and (g) added, 66 FR 16004, Mar. 22, 2001,
effective Mar. 1, 2001; para. (a)(1) corrected, 66 FR 28053,
May 22, 2001, effective Mar. 22, 2001; paras. (a), (c), (d),
and (f) revised, 67 FR 520, Jan. 4, 2002, effective Apr. 1,
2002; para. (c) corrected, 67 FR 6075, Feb. 8, 2002; para.
(H)(1), revised 72 FR 51559, Sept. 10, 2007, effective Sept.
10, 2007]

§ 1.499 Unity of invention during the national
stage.

If the examiner finds that a national stage applica-
tion lacks unity of invention under § 1.475, the exam-
iner may in an Office action require the applicant in
the response to that action to elect the invention to
which the claims shall be restricted. Such requirement
may be made before any action on the merits but may
be made at any time before the final action at the dis-
cretion of the examiner. Review of any such require-
ment is provided under §§ 1.143 and 1.144.

[Added 52 FR 20052, May 28, 1987, effective July 1,
1987; amended, 58 FR 4335, Jan. 14, 1993, effective May
1, 1993]

Subpart D — Ex Parte Reexamination of
Patents

CITATION OF PRIOR ART

§ 1.501 Citation of prior art in patent files.

(a) At any time during the period of enforce-
ability of a patent, any person may cite, to the Office
in writing, prior art consisting of patents or printed
publications which that person states to be pertinent
and applicable to the patent and believes to have a
bearing on the patentability of any claim of the patent.
If the citation is made by the patent owner, the expla-
nation of pertinency and applicability may include an
explanation of how the claims differ from the prior
art. Such citations shall be entered in the patent file
except as set forth in §§ 1.502 and 1.902.

(b) If the person making the citation wishes his
or her identity to be excluded from the patent file and
kept confidential, the citation papers must be submit-
ted without any identification of the person making
the submission.

(c) Citation of patents or printed publications
by the public in patent files should either: (1) Reflect
that a copy of the same has been mailed to the patent
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owner at the address as provided for in § 1.33(c); or in
the event service is not possible (2) Be filed with the
Office in duplicate.

[46 FR 29185, May 29, 1981, effective July 1, 1981;
para. (a) revised, 65 FR 76756, Dec. 7, 2000, effective Feb.
5,2001]

§ 1.502 Processing of prior art citations during
an ex parte reexamination proceeding.

Citations by the patent owner under § 1.555 and by
an ex parte reexamination requester under either §
1.510 or § 1.535 will be entered in the reexamination
file during a reexamination proceeding. The entry in
the patent file of citations submitted after the date of
an order to reexamine pursuant to § 1.525 by persons
other than the patent owner, or an ex parte reexamina-
tion requester under either § 1.510 or § 1.535, will be
delayed until the reexamination proceeding has been
concluded by the issuance and publication of a reex-
amination certificate. See § 1.902 for processing of
prior art citations in patent and reexamination files
during an infer partes reexamination proceeding filed
under § 1.913.

[Added 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; revised, 72 FR 18892, Apr. 16, 2007, effective May
16,2007]

REQUEST FOR EX PARTE REEXAMINATION

§ 1.510 Request for ex parte reexamination.

(a) Any person may, at any time during the
period of enforceability of a patent, file a request for
an ex parte reexamination by the Office of any claim
of the patent on the basis of prior art patents or printed
publications cited under § 1.501. The request must be
accompanied by the fee for requesting reexamination
set in § 1.20(c)(1).

(b) Any request for reexamination must include
the following parts:

(1) A statement pointing out each substantial
new question of patentability based on prior patents
and printed publications.

(2) An identification of every claim for
which reexamination is requested, and a detailed
explanation of the pertinency and manner of applying
the cited prior art to every claim for which reexamina-
tion is requested. If appropriate the party requesting
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reexamination may also point out how claims distin-
guish over cited prior art.

(3) A copy of every patent or printed publica-
tion relied upon or referred to in paragraph (b)(1) and
(2) of this section accompanied by an English lan-
guage translation of all the necessary and pertinent
parts of any non-English language patent or printed
publication.

(4) A copy of the entire patent including the
front face, drawings, and specification/claims (in dou-
ble column format) for which reexamination is
requested, and a copy of any disclaimer, certificate of
correction, or reexamination certificate issued in the
patent. All copies must have each page plainly written
on only one side of a sheet of paper.

(5) A certification that a copy of the request
filed by a person other than the patent owner has been
served in its entirety on the patent owner at the
address as provided for in § 1.33(c). The name and
address of the party served must be indicated. If ser-
vice was not possible, a duplicate copy must be sup-
plied to the Office.

(c) If the request does not include the fee for
requesting ex parte reexamination required by para-
graph (a) of this section and meet all the requirements
by paragraph (b) of this section, then the person iden-
tified as requesting reexamination will be so notified
and will generally be given an opportunity to com-
plete the request within a specified time. Failure to
comply with the notice will result in the ex parte reex-
amination request not being granted a filing date, and
will result in placement of the request in the patent
file as a citation if it complies with the requirements
of § 1.501.

(d) The filing date of the request for ex parte
reexamination is the date on which the request satis-
fies all the requirements of this section.

(e) A request filed by the patent owner may
include a proposed amendment in accordance with
§ 1.530.

(f) If arequest is filed by an attorney or agent
identifying another party on whose behalf the request
is being filed, the attorney or agent must have a power
of attorney from that party or be acting in a represen-
tative capacity pursuant to § 1.34.

[46 FR 29185, May 29, 1981, effective July 1, 1981;
para. (a), 47 FR 41282, Sept. 17, 1982, effective Oct. 1,
1982; para. (e) revised, 62 FR 53131, Oct. 10, 1997, effec-
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tive Dec. 1, 1997; paras. (b)(4) and (e) revised, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; heading and
para. (a) revised, 65 FR 76756, Dec. 7, 2000, effective Feb.
5, 2001; paras. (c) and (d) revised, 71 FR 9260, Feb. 23,
2006, effective Mar. 27, 2006; paras. (c) and (d) revised, 71
FR 44219, Aug. 4, 2006, effective Aug. 4, 2006; para. (f)
revised, 72 FR 18892, Apr. 16, 2007, effective May 16,
2007]

§ 1.515 Determination of the request for ex parte
reexamination.

(a) Within three months following the filing
date of a request for an ex parte reexamination, an
examiner will consider the request and determine
whether or not a substantial new question of patent-
ability affecting any claim of the patent is raised by
the request and the prior art cited therein, with or
without consideration of other patents or printed pub-
lications. The examiner’s determination will be based
on the claims in effect at the time of the determina-
tion, will become a part of the official file of the
patent, and will be mailed to the patent owner at the
address as provided for in § 1.33(c) and to the person
requesting reexamination.

(b) Where no substantial new question of pat-
entability has been found, a refund of a portion of the
fee for requesting ex parte reexamination will be
made to the requester in accordance with § 1.26(c).

(c) The requester may seek review by a petition
to the Director under § 1.181 within one month of the
mailing date of the examiner’s determination refusing
ex parte reexamination. Any such petition must com-
ply with § 1.181(b). If no petition is timely filed or if
the decision on petition affirms that no substantial
new question of patentability has been raised, the
determination shall be final and nonappealable.

[46 FR 29185, May 29, 1981, effective July 1, 1981;
revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
para. (c) revised, 68 FR 14332, Mar. 25, 2003, effective
May 1, 2003]

§ 1.520 Ex parte reexamination at the initiative of
the Director.

The Director, at any time during the period of
enforceability of a patent, may determine whether or
not a substantial new question of patentability is
raised by patents or printed publications which have
been discovered by the Director or which have been
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brought to the Director’s attention, even though no
request for reexamination has been filed in accor-
dance with § 1.510 or § 1.913. The Director may ini-
tiate ex parte reexamination without a request for
reexamination pursuant to § 1.510 or § 1.913. Nor-
mally requests from outside the Office that the Direc-
tor undertake reexamination on his own initiative will
not be considered. Any determination to initiate ex
parte reexamination under this section will become a
part of the official file of the patent and will be mailed
to the patent owner at the address as provided for in §
1.33(c).

[46 FR 29186, May 29, 1981, effective July 1, 1981;
revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001,
revised, 68 FR 14332, Mar. 25, 2003, effective May 1,
2003]

EX PARTE REEXAMINATION

§ 1.525 Order for ex parte reexamination.

(a) If a substantial new question of patentability
is found pursuant to § 1.515 or § 1.520, the determina-
tion will include an order for ex parte reexamination
of the patent for resolution of the question. If the order
for ex parte reexamination resulted from a petition
pursuant to § 1.515(c), the ex parte reexamination
will ordinarily be conducted by an examiner other
than the examiner responsible for the initial determi-
nation under § 1.515(a).

(b) The notice published in the Official Gazette
under § 1.11(c) will be considered to be constructive
notice and ex parte reexamination will proceed.

[46 FR 29186, May 29, 1981, effective July 1, 1981;
heading and paras. (a) and (b) revised, 65 FR 76756, Dec.
7, 2000, effective Feb. 5, 2001]

§ 1.530 Statement by patent owner in ex parte
reexamination; amendment by patent
owner in ex parte or inter partes reexami-
nation; inventorship change in ex parte or
inter partes reexamination.

(a) Except as provided in § 1.510(e), no state-
ment or other response by the patent owner in an ex
parte reexamination proceeding shall be filed prior to
the determinations made in accordance with § 1.515
or § 1.520. If a premature statement or other response
is filed by the patent owner, it will not be acknowl-
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edged or considered in making the determination, and
it will be returned or discarded (at the Office’s
option).

(b) The order for ex parte reexamination will
set a period of not less than two months from the date
of the order within which the patent owner may file a
statement on the new question of patentability, includ-
ing any proposed amendments the patent owner
wishes to make.

(c) Any statement filed by the patent owner
shall clearly point out why the subject matter as
claimed is not anticipated or rendered obvious by the
prior art patents or printed publications, either alone
or in any reasonable combinations. Where the reex-
amination request was filed by a third party requester,
any statement filed by the patent owner must be
served upon the ex parte reexamination requester in
accordance with § 1.248.

(d) Making amendments in a reexamination
proceeding. A proposed amendment in an ex parte or
an inter partes reexamination proceeding is made by
filing a paper directing that proposed specified
changes be made to the patent specification, including
the claims, or to the drawings. An amendment paper
directing that proposed specified changes be made in
a reexamination proceeding may be submitted as an
accompaniment to a request filed by the patent owner
in accordance with § 1.510(e), as part of a patent
owner statement in accordance with paragraph (b) of
this section, or, where permitted, during the prosecu-
tion of the reexamination proceeding pursuant to
§ 1.550(a) or § 1.937.

(1) Specification other than the claims.
Changes to the specification, other than to the claims,
must be made by submission of the entire text of an
added or rewritten paragraph including markings pur-
suant to paragraph (f) of this section, except that an
entire paragraph may be deleted by a statement delet-
ing the paragraph, without presentation of the text of
the paragraph. The precise point in the specification
must be identified where any added or rewritten para-
graph is located. This paragraph applies whether the
amendment is submitted on paper or compact disc
(see §§ 1.96 and 1.825).

(2) Claims. An amendment paper must
include the entire text of each patent claim which is
being proposed to be changed by such amendment
paper and of each new claim being proposed to be
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added by such amendment paper. For any claim
changed by the amendment paper, a parenthetical
expression “amended,” “twice amended,” efc., should
follow the claim number. Each patent claim proposed
to be changed and each proposed added claim must
include markings pursuant to paragraph (f) of this sec-
tion, except that a patent claim or proposed added
claim should be canceled by a statement canceling the
claim, without presentation of the text of the claim.

(3) Drawings. Any change to the patent
drawings must be submitted as a sketch on a separate
paper showing the proposed changes in red for
approval by the examiner. Upon approval of the
changes by the examiner, only new sheets of drawings
including the changes and in compliance with § 1.84
must be filed. Amended figures must be identified as
“Amended,” and any added figure must be identified
as “New.” In the event a figure is canceled, the figure
must be surrounded by brackets and identified as
“Canceled.”

(4) The formal requirements for papers mak-
ing up the reexamination proceeding other than those
set forth in this section are set out in § 1.52.

(e) Status of claims and support for claim
changes. Whenever there is an amendment to the
claims pursuant to paragraph (d) of this section, there
must also be supplied, on pages separate from the pag-
es containing the changes, the status (i.e., pending or
canceled), as of the date of the amendment, of all
patent claims and of all added claims, and an explana-
tion of the support in the disclosure of the patent for the
changes to the claims made by the amendment paper.

() Changes shown by markings. Any changes
relative to the patent being reexamined which are
made to the specification, including the claims, must
include the following markings:

(1) The matter to be omitted by the reexami-
nation proceeding must be enclosed in brackets; and

(2) The matter to be added by the reexamina-
tion proceeding must be underlined.

(g) Numbering of patent claims preserved.
Patent claims may not be renumbered. The numbering
of any claims added in the reexamination proceeding
must follow the number of the highest numbered
patent claim.

(h)  Amendment of disclosure may be required.
The disclosure must be amended, when required by
the Office, to correct inaccuracies of description and
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definition, and to secure substantial correspondence
between the claims, the remainder of the specifica-
tion, and the drawings.

(1) Amendments made relative to patent. All
amendments must be made relative to the patent spec-
ification, including the claims, and drawings, which
are in effect as of the date of filing the request for
reexamination.

(G)  No enlargement of claim scope. No amend-
ment may enlarge the scope of the claims of the patent
or introduce new matter. No amendment may be pro-
posed for entry in an expired patent. Moreover, no
amendment, other than the cancellation of claims, will
be incorporated into the patent by a certificate issued
after the expiration of the patent.

(k) Amendments not effective until certificate.
Although the Office actions will treat proposed
amendments as though they have been entered, the
proposed amendments will not be effective until the
reexamination certificate is issued and published.

()  Correction of inventorship in an ex parte or
inter partes reexamination proceeding.

(1) When it appears in a patent being reex-
amined that the correct inventor or inventors were not
named through error without deceptive intention on
the part of the actual inventor or inventors, the Direc-
tor may, on petition of all the parties set forth in
§ 1.324(b)(1)-(3), including the assignees, and satis-
factory proof of the facts and payment of the fee set
forth in § 1.20(b), or on order of a court before which
such matter is called in question, include in the reex-
amination certificate to be issued under § 1.570 or
§ 1.997 an amendment naming only the actual inven-
tor or inventors. The petition must be submitted as
part of the reexamination proceeding and must satisfy
the requirements of § 1.324.

(2) Notwithstanding paragraph (1)(1) of this
section, if a petition to correct inventorship satisfying
the requirements of § 1.324 is filed in a reexamination
proceeding, and the reexamination proceeding is con-
cluded other than by a reexamination certificate under
§ 1.570 or § 1.997, a certificate of correction indicat-
ing the change of inventorship stated in the petition
will be issued upon request by the patentee.

[46 FR 29186, May 29, 1981, effective July 1, 1981;
para. (d) revised, para. (¢) removed, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997; heading and para. (d) revised,
65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; paras.
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(e) through (1) added, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7, 2000; heading, paras. (a)-(c), para. (d) introductory
text and para. (1) revised, 65 FR 76756, Dec. 7, 2000, effec-
tive Feb. 5, 2001; para. (1)(1) revised, 68 FR 14332, Mar.
25, 2003, effective May 1, 2003; paras. (a), (k), and (1)
revised, 72 FR 18892, Apr. 16, 2007, effective May 16,
2007]

§ 1.535 Reply by third party requester in ex parte
reexamination.

A reply to the patent owner’s statement under
§ 1.530 may be filed by the ex parte reexamination
requester within two months from the date of service
of the patent owner’s statement. Any reply by the ex
parte requester must be served upon the patent owner
in accordance with § 1.248. If the patent owner does
not file a statement under § 1.530, no reply or other
submission from the ex parte reexamination requester
will be considered.

[46 FR 29186, May 29, 1981, effective July 1, 1981;
revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

§ 1.540 Consideration of responses in ex parte
reexamination.

The failure to timely file or serve the documents
set forth in § 1.530 or in § 1.535 may result in their
being refused consideration. No submissions other
than the statement pursuant to § 1.530 and the reply
by the ex parte reexamination requester pursuant to
§ 1.535 will be considered prior to examination.

[46 FR 29186, May 29, 1981, effective July 1, 1981;
revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

§ 1.550 Conduct of ex parte reexamination pro-
ceedings.

(a) All ex parte reexamination proceedings,
including any appeals to the Board of Patent Appeals
and Interferences, will be conducted with special dis-
patch within the Office. After issuance of the ex parte
reexamination order and expiration of the time for
submitting any responses, the examination will be
conducted in accordance with §§ 1.104 through 1.116
and will result in the issuance of an ex parte reexami-
nation certificate under § 1.570.

(b) The patent owner in an ex parte reexamina-
tion proceeding will be given at least thirty days
to respond to any Office action. In response to any
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rejection, such response may include further state-
ments and/or proposed amendments or new claims to
place the patent in a condition where all claims, if
amended as proposed, would be patentable.

(c) The time for taking any action by a patent
owner in an ex parte reexamination proceeding will
be extended only for sufficient cause and for a reason-
able time specified. Any request for such extension
must be filed on or before the day on which action by
the patent owner is due, but in no case will the mere
filing of a request effect any extension. Any request
for such extension must be accompanied by the peti-
tion fee set forth in § 1.17(g). See § 1.304(a) for
extensions of time for filing a notice of appeal to the
U.S. Court of Appeals for the Federal Circuit or for
commencing a civil action.

(d) If the patent owner fails to file a timely and
appropriate response to any Office action or any writ-
ten statement of an interview required under §
1.560(b), the prosecution in the ex parte reexamina-
tion proceeding will be a terminated prosecution, and
the Director will proceed to issue and publish a certif-
icate concluding the reexamination proceeding under
§ 1.570 in accordance with the last action of the
Office.

(e) If a response by the patent owner is not
timely filed in the Office,

(1) The delay in filing such response may be
excused if it is shown to the satisfaction of the Direc-
tor that the delay was unavoidable; a petition to accept
an unavoidably delayed response must be filed in
compliance with § 1.137(a); or

(2) The response may nevertheless be
accepted if the delay was unintentional; a petition to
accept an unintentionally delayed response must be
filed in compliance with § 1.137(b).

() The reexamination requester will be sent
copies of Office actions issued during the ex parte
reexamination proceeding. After filing of a request for
ex parte reexamination by a third party requester, any
document filed by either the patent owner or the third
party requester must be served on the other party in
the reexamination proceeding in the manner provided
by § 1.248. The document must reflect service or the
document may be refused consideration by the Office.

(g) The active participation of the ex parte reex-
amination requester ends with the reply pursuant to
§ 1.535, and no further submissions on behalf of the
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reexamination requester will be acknowledged or con-
sidered. Further, no submissions on behalf of any
third parties will be acknowledged or considered
unless such submissions are:

(1) inaccordance with § 1.510 or § 1.535; or

(2) entered in the patent file prior to the date
of the order for ex parte reexamination pursuant to
§ 1.525.

(h) Submissions by third parties, filed after the
date of the order for ex parte reexamination pursuant
to § 1.525, must meet the requirements of and will be
treated in accordance with § 1.501(a).

[46 FR 29186, May 29, 1981, effective July 1, 1981;
para. (c), 49 FR 556, Jan. 4, 1984, effective Apr. 1, 1984,
para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; para. (c), 54 FR 29553, July 13, 1989, effective Aug.
20, 1989; paras. (a), (b), & (e) revised, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997; paras. (a) and (b) revised,
65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000;
revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
paras. (d) & (e)(1) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; para. (c) revised, 69 FR 56481,
Sept. 21, 2004, effective Nov. 22, 2004; para. (d) revised,
72 FR 18892, Apr. 16, 2007, effective May 16, 2007]

§ 1.552 Scope of reexamination in ex parte reex-
amination proceedings.

(a) Claims in an ex parte reexamination pro-
ceeding will be examined on the basis of patents or
printed publications and, with respect to subject mat-
ter added or deleted in the reexamination proceeding,
on the basis of the requirements of 35 U.S.C. 112.

(b) Claims in an ex parte reexamination pro-
ceeding will not be permitted to enlarge the scope of
the claims of the patent.

(c) [Issues other than those indicated in para-
graphs (a) and (b) of this section will not be resolved
in a reexamination proceeding. If such issues are
raised by the patent owner or third party requester
during a reexamination proceeding, the existence of
such issues will be noted by the examiner in the next
Office action, in which case the patent owner may
consider the advisability of filing a reissue application
to have such issues considered and resolved.

[46 FR 29186, May 29, 1981, effective July 1, 1981;
revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]
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§ 1.555 Information material to patentability in
ex parte reexamination and inter partes
reexamination proceedings.

(a) A patent by its very nature is affected with a
public interest. The public interest is best served, and
the most effective reexamination occurs when, at the
time a reexamination proceeding is being conducted,
the Office is aware of and evaluates the teachings of
all information material to patentability in a reexami-
nation proceeding. Each individual associated with
the patent owner in a reexamination proceeding has a
duty of candor and good faith in dealing with the
Office, which includes a duty to disclose to the Office
all information known to that individual to be material
to patentability in a reexamination proceeding. The
individuals who have a duty to disclose to the Office
all information known to them to be material to pat-
entability in a reexamination proceeding are the patent
owner, each attorney or agent who represents the
patent owner, and every other individual who is sub-
stantively involved on behalf of the patent owner in a
reexamination proceeding. The duty to disclose the
information exists with respect to each claim pending
in the reexamination proceeding until the claim is
cancelled. Information material to the patentability
ofa cancelled claim need not be submitted if the
information is not material to patentability of any
claim remaining under consideration in the reexami-
nation proceeding. The duty to disclose all informa-
tion known to be material to patentability in a
reexamination proceeding is deemed to be satisfied if
all information known to be material to patentability
of any claim in the patent after issuance of the reex-
amination certificate was cited by the Office or sub-
mitted to the Office in an information disclosure
statement. However, the duties of candor, good faith,
and disclosure have not been complied with if any
fraud on the Office was practiced or attempted or the
duty of disclosure was violated through bad faith or
intentional misconduct by, or on behalf of, the patent
owner in the reexamination proceeding. Any informa-
tion disclosure statement must be filed with the items
listed in § 1.98(a) as applied to individuals associated
with the patent owner in a reexamination proceeding,
and should be filed within two months of the date of
the order for reexamination, or as soon thereafter as
possible.
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(b) Under this section, information is material
to patentability in a reexamination proceeding when it
is not cumulative to information of record or being
made of record in the reexamination proceeding, and

(1) It is a patent or printed publication that
establishes, by itself or in combination with other pat-
ents or printed publications, a prima facie case of
unpatentability of a claim; or

(2) It refutes, or is inconsistent with, a posi-
tion the patent owner takes in:

(i) Opposing an argument of unpatentability
relied on by the Office, or

(i) Asserting an argument of patentability.

A prima facie case of unpatentability of a claim
pending in a reexamination proceeding is established
when the information compels a conclusion that a
claim is unpatentable under the preponderance of evi-
dence, burden-of-proof standard, giving each term in
the claim its broadest reasonable construction consis-
tent with the specification, and before any consider-
ation is given to evidence which may be submitted in
an attempt to establish a contrary conclusion of pat-
entability.

(c) The responsibility for compliance with this
section rests upon the individuals designated in para-
graph (a) of this section and no evaluation will be
made by the Office in the reexamination proceeding
as to compliance with this section. If questions of
compliance with this section are raised by the patent
owner or the third party requester during a reexamina-
tion proceeding, they will be noted as unresolved
questions in accordance with § 1.552(c).

[46 FR 29187, May 29, 1981, effective July 1, 1981;
47 FR 21752, May 19, 1982, effective July 1, 1982; paras.
(a) and (b), 49 FR 556, Jan. 4, 1984, effective Apr. 1, 1984;
revised 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992;
heading and para. (¢) revised, 65 FR 76756, Dec. 7, 2000,
effective Feb. 5, 2001]

§ 1.560 Interviews in ex parte reexamination pro-
ceedings.

(a) Interviews in ex parte reexamination pro-
ceedings pending before the Office between examin-
ers and the owners of such patents or their attorneys
or agents of record must be conducted in the Office at
such times, within Office hours, as the respective
examiners may designate. Interviews will not be per-
mitted at any other time or place without the authority
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of the Director. Interviews for the discussion of the
patentability of claims in patents involved in ex parte
reexamination proceedings will not be conducted
prior to the first official action. Interviews should be
arranged in advance. Requests that reexamination
requesters participate in interviews with examiners
will not be granted.

(b) In every instance of an interview with an
examiner in an ex parte reexamination proceeding, a
complete written statement of the reasons presented at
the interview as warranting favorable action must be
filed by the patent owner. An interview does not
remove the necessity for response to Office actions as
specified in § 1.111. Patent owner’s response to an
outstanding Office action after the interview does not
remove the necessity for filing the written statement.
The written statement must be filed as a separate part
of a response to an Office action outstanding at the
time of the interview, or as a separate paper within
one month from the date of the interview, whichever
is later.

[46 FR 29187, May 29, 1981, effective July 1, 1981;
revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
para. (a) revised, 68 FR 14332, Mar. 25, 2003, effective
May 1, 2003]

§ 1.565 Concurrent office proceedings which
include an ex parte reexamination pro-
ceeding.

(@) In an ex parte reexamination proceeding
before the Office, the patent owner must inform the
Office of any prior or concurrent proceedings in
which the patent is or was involved such as interfer-
ences, reissues, ex parte reexaminations, inter partes
reexaminations, or litigation and the results of such
proceedings. See § 1.985 for notification of prior or
concurrent proceedings in an inter partes reexamina-
tion proceeding.

(b) Ifapatent in the process of ex parte reexam-
ination is or becomes involved in litigation, the Direc-
tor shall determine whether or not to suspend the
reexamination. See § 1.987 for inter partes reexami-
nation proceedings.

(c) If ex parte reexamination is ordered while a
prior ex parte reexamination proceeding is pending
and prosecution in the prior ex parte reexamination
proceeding has not been terminated, the ex parte
reexamination proceedings will usually be merged
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and result in the issuance and publication of a single
certificate under § 1.570. For merger of infer partes
reexamination proceedings, see § 1.989(a). For
merger of ex parte reexamination and inter partes
reexamination proceedings, see § 1.989(b).

(d) Ifareissue application and an ex parte reex-
amination proceeding on which an order pursuant to
§ 1.525 has been mailed are pending concurrently on
a patent, a decision will usually be made to merge the
two proceedings or to suspend one of the two pro-
ceedings. Where merger of a reissue application and
an ex parte reexamination proceeding is ordered, the
merged examination will be conducted in accordance
with §§ 1.171 through 1.179, and the patent owner
will be required to place and maintain the same claims
in the reissue application and the ex parte reexamina-
tion proceeding during the pendency of the merged
proceeding. The examiner’s actions and responses by
the patent owner in a merged proceeding will apply to
both the reissue application and the ex parte reexami-
nation proceeding and will be physically entered into
both files. Any ex parte reexamination proceeding
merged with a reissue application shall be concluded
by the grant of the reissued patent. For merger of a
reissue application and an inter partes reexamination,
see § 1.991.

(e) Ifapatent in the process of ex parte reexam-
ination is or becomes involved in an interference, the
Director may suspend the reexamination or the inter-
ference. The Director will not consider a request to
suspend an interference unless a motion
(§ 41.121(a)(3) of this title) to suspend the interfer-
ence has been presented to, and denied by, an admin-
istrative patent judge, and the request is filed within
ten (10) days of a decision by an administrative patent
judge denying the motion for suspension or such other
time as the administrative patent judge may set. For
concurrent inter partes reexamination and interference
of a patent, see § 1.993.

[46 FR 29187, May 29, 1981, effective July 1, 1981;
paras. (b) and (d), 47 FR 21753, May 19, 1982, effective
July 1, 1982; paras. (b) & (e), 49 FR 48416, Dec. 12, 1984,
50 FR 23123, May 31, 1985, effective Feb. 11, 1985; para
(a) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000; revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; paras. (b) & (e) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; para. (e) revised, 69 FR 49959, Aug.
12, 2004, effective Sept. 13, 2004; paras. (c¢) and (d)
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revised, 72 FR 18892, Apr. 16, 2007, effective May 16,
2007]

CERTIFICATE

§ 1.570 Issuance and publication of ex parte reex-
amination certificate concludes ex parte
reexamination proceeding.

(a) To conclude an ex parte reexamination pro-
ceeding, the Director will issue and publish an ex
parte reexamination certificate in accordance with 35
U.S.C. 307 setting forth the results of the ex parte
reexamination proceeding and the content of the
patent following the ex parte reexamination proceed-
ing.

(b) An ex parte reexamination certificate will
be issued and published in each patent in which an ex
parte reexamination proceeding has been ordered
under § 1.525 and has not been merged with any inter
partes reexamination proceeding pursuant to §
1.989(a). Any statutory disclaimer filed by the patent
owner will be made part of the ex parte reexamination
certificate.

(¢) The ex parte reexamination certificate will
be mailed on the day of its date to the patent owner at
the address as provided for in § 1.33(c). A copy of the
ex parte reexamination certificate will also be mailed
to the requester of the ex parte reexamination pro-
ceeding.

(d) If an ex parte reexamination certificate has
been issued and published which cancels all of the
claims of the patent, no further Office proceedings
will be conducted with that patent or any reissue
applications or any reexamination requests relating
thereto.

(e) If the ex parte reexamination proceeding is
terminated by the grant of a reissued patent as pro-
vided in § 1.565(d), the reissued patent will constitute
the ex parte reexamination certificate required by this
section and 35 U.S.C. 307.

(f) A notice of the issuance of each ex parte
reexamination certificate under this section will be
published in the Official Gazette on its date of issu-
ance.

[46 FR 29187, May 29, 1981, effective July 1, 1981;
para. (e), 47 FR 21753, May 19, 1982, effective July 1,
1982; revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; para. (a) revised, 68 FR 14332, Mar. 25, 2003, effec-
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tive May 1, 2003; heading and paras. (a), (b), and (d)
revised, 72 FR 18892, Apr. 16, 2007, effective May 16,
2007]

Subpart E — [Reserved]

Subpart F — Adjustment and Extension of
Patent Term

ADJUSTMENT OF PATENT TERM DUE TO
EXAMINATION DELAY

§ 1.701 Extension of patent term due to examina-
tion delay under the Uruguay Round
Agreements Act (original applications,
other than designs, filed on or after June
8, 1995, and before May 29, 2000).

(a) A patent, other than for designs, issued on
an application filed on or after June 8, 1995, is enti-
tled to extension of the patent term if the issuance of
the patent was delayed due to:

(1) Interference proceedings under 35 U.S.C.
135(a); and/or

(2) The application being placed under a
secrecy order under 35 U.S.C. 181; and/or

(3) Appellate review by the Board of Patent
Appeals and Interferences or by a Federal court under
35 U.S.C. 141 or 145, if the patent was issued pursu-
ant to a decision in the review reversing an adverse
determination of patentability and if the patent is not
subject to a terminal disclaimer due to the issuance of
another patent claiming subject matter that is not pat-
entably distinct from that under appellate review. If an
application is remanded by a panel of the Board of
Patent Appeals and Interferences and the remand is
the last action by a panel of the Board of Patent
Appeals and Interferences prior to the mailing of a
notice of allowance under 35 U.S.C. 151 in the appli-
cation, the remand shall be considered a decision in
the review reversing an adverse determination of pat-
entability as that phrase is used in 35 U.S.C. 154(b)(2)
as amended by section 532(a) of the Uruguay Round
Agreements Act, Public Law 103-465, 108 Stat. 4809,
4983-85 (1994), and a final decision in favor of the
applicant under paragraph (c)(3) of this section. A
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remand by a panel of the Board of Patent Appeals and
Interferences shall not be considered a decision in the
review reversing an adverse determination of patent-
ability as provided in this paragraph if there is filed a
request for continued examination under 35 U.S.C.
132(b) that was not first preceded by the mailing, after
such remand, of at least one of an action under 35
U.S.C. 132 or a notice of allowance under 35 U.S.C.
151.

(b) The term of a patent entitled to extension
under paragraph (a) of this section shall be extended
for the sum of the periods of delay calculated under
paragraphs (c)(1), (¢)(2), (c)(3) and (d) of this section,
to the extent that these periods are not overlapping, up
to a maximum of five years. The extension will run
from the expiration date of the patent.

(c)(1) The period of delay under paragraph
(a)(1) of this section for an application is the sum of
the following periods, to the extent that the periods
are not overlapping:

(i) With respect to each interference in
which the application was involved, the number of
days, if any, in the period beginning on the date the
interference was declared or redeclared to involve the
application in the interference and ending on the date
that the interference was terminated with respect to
the application; and

(i1) The number of days, if any, in the
period beginning on the date prosecution in the appli-
cation was suspended by the Patent and Trademark
Office due to interference proceedings under
35 U.S.C. 135(a) not involving the application and
ending on the date of the termination of the suspen-
sion.

(2) The period of delay under paragraph
(a)(2) of this section for an application is the sum of
the following periods, to the extent that the periods
are not overlapping:

(i) The number of days, if any, the appli-
cation was maintained in a sealed condition under
35U.S.C. 181;

(ii)) The number of days, if any, in the
period beginning on the date of mailing of an exam-
iner’s answer under § 41.39 of this title in the applica-
tion under secrecy order and ending on the date the
secrecy order and any renewal thereof was removed;
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