§ 1.902

Subpart H — Inter Partes Reexamination

of Patents That Issued From an Original

Application Filed in the United States on
or After November 29, 1999

PRIOR ART CITATIONS

§ 1.902 Processing of prior art citations during
an inter partes reexamination proceeding.

Citations by the patent owner in accordance with
§ 1.933 and by an infer partes reexamination third
party requester under § 1.915 or § 1.948 will be
entered in the infer partes reexamination file. The
entry in the patent file of other citations submitted
after the date of an order for reexamination pursuant
to § 1.931 by persons other than the patent owner, or
the third party requester under either § 1.913 or
§ 1.948, will be delayed until the infer partes reexam-
ination proceeding has been concluded by the issu-
ance and publication of a reexamination certificate.
See § 1.502 for processing of prior art citations in
patent and reexamination files during an ex parte
reexamination proceeding filed under § 1.510.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; revised, 72 FR 18892, Apr. 16, 2007, effective May
16, 2007]

REQUIREMENTS FOR INTER PARTES
REEXAMINATION PROCEEDINGS

§ 1.903 Service of papers on parties in inter partes
reexamination.

The patent owner and the third party requester will
be sent copies of Office actions issued during the inter
partes reexamination proceeding. After filing of a
request for inter partes reexamination by a third party
requester, any document filed by either the patent
owner or the third party requester must be served on
every other party in the reexamination proceeding in
the manner provided in § 1.248. Any document must
reflect service or the document may be refused con-
sideration by the Office. The failure of the patent
owner or the third party requester to serve documents
may result in their being refused consideration.
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[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.904 Notice of inter partes reexamination in
Official Gazette.

A notice of the filing of an infer partes reexamina-
tion request will be published in the Official Gazette.
The notice published in the Official Gazette under
§ 1.11(c) will be considered to be constructive notice
of the inter partes reexamination proceeding and inter
partes reexamination will proceed.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.905 Submission of papers by the public in
inter partes reexamination.

Unless specifically provided for, no submissions
on behalf of any third parties other than third party
requesters as defined in 35 U.S.C. 100(e) will be con-
sidered unless such submissions are in accordance
with § 1.915 or entered in the patent file prior to the
date of the order for reexamination pursuant to
§ 1.931. Submissions by third parties, other than third
party requesters, filed after the date of the order for
reexamination pursuant to § 1.931, must meet the
requirements of § 1.501 and will be treated in accor-
dance with § 1.902. Submissions which do not meet
the requirements of § 1.501 will be returned.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.906 Scope of reexamination in inter partes
reexamination proceeding.

(a) Claims in an inter partes reexamination pro-
ceeding will be examined on the basis of patents or
printed publications and, with respect to subject mat-
ter added or deleted in the reexamination proceeding,
on the basis of the requirements of 35 U.S.C. 112.

(b) Claims in an inter partes reexamination pro-
ceeding will not be permitted to enlarge the scope of
the claims of the patent.

(c) [Issues other than those indicated in para-
graphs (a) and (b) of this section will not be resolved
in an infer partes reexamination proceeding. If such
issues are raised by the patent owner or the third party
requester during a reexamination proceeding, the
existence of such issues will be noted by the examiner
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in the next Office action, in which case the patent
owner may desire to consider the advisability of filing
a reissue application to have such issues considered
and resolved.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.907 Inter partes reexamination prohibited.

(a) Once an order to reexamine has been issued
under § 1.931, neither the third party requester, nor its
privies, may file a subsequent request for inter partes
reexamination of the patent until an inter partes reex-
amination certificate is issued under § 1.997, unless
authorized by the Director.

(b) Once a final decision has been entered
against a party in a civil action arising in whole or in
part under 28 U.S.C. 1338 that the party has not sus-
tained its burden of proving invalidity of any patent
claim-in-suit, then neither that party nor its privies
may thereafter request inter partes reexamination of
any such patent claim on the basis of issues which that
party, or its privies, raised or could have raised in such
civil action, and an infer partes reexamination
requested by that party, or its privies, on the basis of
such issues may not thereafter be maintained by the
Office.

(c) [Ifa final decision in an inter partes reexam-
ination proceeding instituted by a third party requester
is favorable to patentability of any original, proposed
amended, or new claims of the patent, then neither
that party nor its privies may thereafter request infer
partes reexamination of any such patent claims on the
basis of issues which that party, or its privies, raised
or could have raised in such infer partes reexamina-
tion proceeding.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; para. (a) revised, 68 FR 14332, Mar. 25, 2003, effec-
tive May 1, 2003]

§ 1.913 Persons eligible to file request for inter
partes reexamination.

Except as provided for in § 1.907, any person other
than the patent owner or its privies may, at any time
during the period of enforceability of a patent which
issued from an original application filed in the United
States on or after November 29, 1999, file a request
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§ 1.915

for inter partes reexamination by the Office of any
claim of the patent on the basis of prior art patents or
printed publications cited under § 1.501.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; revised, 68 FR 70996, Dec. 22, 2003, effective Jan.
21, 2004]

§ 1.915 Content of request for inter partes reex-
amination.

(a) The request must be accompanied by the fee
for requesting inter partes reexamination set forth in
§ 1.20(c)(2).

(b) A request for inter partes reexamination
must include the following parts:

(1) An identification of the patent by patent
number and every claim for which reexamination is
requested.

(2) A citation of the patents and printed pub-
lications which are presented to provide a substantial
new question of patentability.

(3) A statement pointing out each substantial
new question of patentability based on the cited pat-
ents and printed publications, and a detailed explana-
tion of the pertinency and manner of applying the
patents and printed publications to every claim for
which reexamination is requested.

(4) A copy of every patent or printed publica-
tion relied upon or referred to in paragraphs (b)(1)
through (3) of this section, accompanied by an
English language translation of all the necessary and
pertinent parts of any non-English language docu-
ment.

(5) A copy of the entire patent including the
front face, drawings, and specification/claims (in dou-
ble column format) for which reexamination is
requested, and a copy of any disclaimer, certificate of
correction, or reexamination certificate issued in the
patent. All copies must have each page plainly written
on only one side of a sheet of paper.

(6) A certification by the third party
requester that a copy of the request has been served in
its entirety on the patent owner at the address pro-
vided for in § 1.33(c). The name and address of the
party served must be indicated. If service was not pos-
sible, a duplicate copy of the request must be supplied
to the Office.
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(7) A certification by the third party
requester that the estoppel provisions of § 1.907 do
not prohibit the inter partes reexamination.

(8) A statement identifying the real party
in interest to the extent necessary for a subsequent
person filing an inter partes reexamination request to
determine whether that person is a privy.

(c) If an infer partes request is filed by an attor-
ney or agent identifying another party on whose
behalf the request is being filed, the attorney or agent
must have a power of attorney from that party or be
acting in a representative capacity pursuant to § 1.34.

(d) If the inter partes request does not include
the fee for requesting infer partes reexamination
required by paragraph (a) of this section and meet all
the requirements of paragraph (b) of this section, then
the person identified as requesting infer partes reex-
amination will be so notified and will generally be
given an opportunity to complete the request within a
specified time. Failure to comply with the notice will
result in the inter partes reexamination request not
being granted a filing date, and will result in place-
ment of the request in the patent file as a citation if it
complies with the requirements of § 1.501.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; para. (d) revised, 71 FR 9260, Feb. 23, 2006, effec-
tive Mar. 27, 2006; para. (d) revised, 71 FR 44219, Aug. 4,
20006, effective Aug. 4, 2006; para. (¢c) revised, 72 FR
18892, Apr. 16, 2007, effective May 16, 2007]

§ 1.919 Filing date of request for inter partes
reexamination.

(a) The filing date of a request for inter partes
reexamination is the date on which the request satis-
fies all the requirements for the request set forth in §
1.915.

(b) If the request is not granted a filing date, the
request will be placed in the patent file as a citation of
prior art if it complies with the requirements of
§ 1.501.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,

2001; para. (a) revised, 71 FR 9260, Feb. 23, 2006, effec-
tive Mar. 27, 2006]
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§ 1.923 Examiner’s determination on the request
for inter partes reexamination.

Within three months following the filing date of a
request for inter partes reexamination under § 1.915,
the examiner will consider the request and determine
whether or not a substantial new question of patent-
ability affecting any claim of the patent is raised by
the request and the prior art citation. The examiner’s
determination will be based on the claims in effect at
the time of the determination, will become a part of
the official file of the patent, and will be mailed to the
patent owner at the address as provided for in §
1.33(c) and to the third party requester. If the exam-
iner determines that no substantial new question of
patentability is present, the examiner shall refuse the
request and shall not order inter partes reexamination.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; revised, 72 FR 18892, Apr. 16, 2007, effective May
16, 2007]

§ 1.925 Partial refund if request for inter partes
reexamination is not ordered.

Where inter partes reexamination is not ordered, a
refund of a portion of the fee for requesting infer
partes reexamination will be made to the requester in
accordance with § 1.26(c).

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.927 Petition to review refusal to order inter
partes reexamination.

The third party requester may seek review by a
petition to the Director under § 1.181 within one
month of the mailing date of the examiner’s determi-
nation refusing to order inter partes reexamination.
Any such petition must comply with § 1.181(b). If no
petition is timely filed or if the decision on petition
affirms that no substantial new question of patentabil-
ity has been raised, the determination shall be final
and nonappealable.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; revised, 68 FR 14332, Mar. 25, 2003, effective May
1,2003]
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INTER PARTES REEXAMINATION OF
PATENTS

§ 1.931 Order for inter partes reexamination.

(a) If a substantial new question of patentability
is found, the determination will include an order for
inter partes reexamination of the patent for resolution
of the question.

(b) If the order for inter partes reexamination
resulted from a petition pursuant to § 1.927, the inter
partes reexamination will ordinarily be conducted by
an examiner other than the examiner responsible for
the initial determination under § 1.923.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

INFORMATION DISCLOSURE IN INTER
PARTES REEXAMINATION

§ 1.933 Patent owner duty of disclosure in inter
partes reexamination proceedings.

(a) Each individual associated with the patent
owner in an inter partes reexamination proceeding
has a duty of candor and good faith in dealing with the
Office, which includes a duty to disclose to the Office
all information known to that individual to be material
to patentability in a reexamination proceeding as set
forth in § 1.555(a) and (b). The duty to disclose all
information known to be material to patentability in
an inter partes reexamination proceeding is deemed
to be satisfied by filing a paper in compliance with the
requirements set forth in § 1.555(a) and (b).

(b) The responsibility for compliance with this
section rests upon the individuals designated in para-
graph (a) of this section, and no evaluation will be
made by the Office in the reexamination proceeding
as to compliance with this section. If questions of
compliance with this section are raised by the patent
owner or the third party requester during a reexamina-
tion proceeding, they will be noted as unresolved
questions in accordance with § 1.906(c).

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]
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§ 1.939

OFFICE ACTIONS AND RESPONSES
(BEFORE THE EXAMINER) IN INTER
PARTES REEXAMINATION

§ 1.935 Initial Office action usually accompanies
order for inter partes reexamination.

The order for inter partes reexamination will usu-
ally be accompanied by the initial Office action on the
merits of the reexamination.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.937 Conduct of inter partes reexamination.

(a) All inter partes reexamination proceedings,
including any appeals to the Board of Patent Appeals
and Interferences, will be conducted with special dis-
patch within the Office, unless the Director makes a
determination that there is good cause for suspending
the reexamination proceeding.

(b) The inter partes reexamination proceeding
will be conducted in accordance with §§ 1.104
through 1.116, the sections governing the application
examination process, and will result in the issuance of
an inter partes reexamination certificate under
§ 1.997, except as otherwise provided.

(¢) All communications between the Office and
the parties to the inter partes reexamination which are
directed to the merits of the proceeding must be in
writing and filed with the Office for entry into the
record of the proceeding.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; para. (a) revised, 68 FR 14332, Mar. 25, 2003, effec-
tive May 1, 2003]

§ 1.939 Unauthorized papers in inter partes reex-
amination

(a) If an unauthorized paper is filed by any
party at any time during the infer partes reexamina-
tion proceeding it will not be considered and may be
returned.

(b) Unless otherwise authorized, no paper shall
be filed prior to the initial Office action on the merits
of the inter partes reexamination.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]
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§ 1.941 Amendments by patent owner in inter
partes reexamination.
Amendments by patent owner in inter partes reex-
amination proceedings are made by filing a paper in
compliance with §§ 1.530(d)-(k) and 1.943.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.943 Requirements of responses, written com-
ments, and briefs in inter partes reexami-
nation.

(a) The form of responses, written comments,
briefs, appendices, and other papers must be in accor-
dance with the requirements of § 1.52.

(b) Responses by the patent owner and written
comments by the third party requester shall not
exceed 50 pages in length, excluding amendments,
appendices of claims, and reference materials such as
prior art references.

(c) Appellant’s briefs filed by the patent owner
and the third party requester shall not exceed thirty
pages or 14,000 words in length, excluding appendi-
ces of claims and reference materials such as prior art
references. All other briefs filed by any party shall not
exceed fifteen pages in length or 7,000 words. If the
page limit for any brief is exceeded, a certificate is
required stating the number of words contained in the
brief.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.945 Response to Office action by patent
owner in inter partes reexamination.

(a) The patent owner will be given at least
thirty days to file a response to any Office action on
the merits of the inter partes reexamination.

(b) Any supplemental response to the Office
action will be entered only where the supplemental
response is accompanied by a showing of sufficient
cause why the supplemental response should be
entered. The showing of sufficient cause must
include:

(1) An explanation of how the requirements
of § 1.111(a)(2)(i) are satisfied;

(2) An explanation of why the supplemental
response was not presented together with the original
response to the Office action; and
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(3) A compelling reason to enter the supple-
mental response.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; revised, 72 FR 18892, Apr. 16, 2007, effective May
16, 2007]

§ 1.947 Comments by third party requester to
patent owner’s response in inter partes
reexamination.

Each time the patent owner files a response to an
Office action on the merits pursuant to § 1.945, a third
party requester may once file written comments
within a period of 30 days from the date of service of
the patent owner’s response. These comments shall be
limited to issues raised by the Office action or the
patent owner’s response. The time for submitting
comments by the third party requester may not be
extended. For the purpose of filing the written com-
ments by the third party requester, the comments will
be considered as having been received in the Office as
of the date of deposit specified in the certificate under
§ 1.8.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.948 Limitations on submission of prior art by
third party requester following the order
for inter partes reexamination.

(a) After the inter partes reexamination order,
the third party requester may only cite additional prior
art as defined under § 1.501 if it is filed as part of a
comments submission under § 1.947 or § 1.951(b)
and is limited to prior art:

(1) which is necessary to rebut a finding of
fact by the examiner;

(2) which is necessary to rebut a response of
the patent owner; or

(3) which for the first time became known or

available to the third party requester after the filing of
the request for inter partes reexamination proceeding.
Prior art submitted under paragraph (a)(3) of this sec-
tion must be accompanied by a statement as to when
the prior art first became known or available to the
third party requester and must include a discussion of
the pertinency of each reference to the patentability of
at least one claim.

(b) [Reserved].
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[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.949 Examiner’s Office action closing prosecu-
tion in inter partes reexamination.

Upon consideration of the issues a second or subse-
quent time, or upon a determination of patentability of
all claims, the examiner shall issue an Office action
treating all claims present in the inter partes reexami-
nation, which may be an action closing prosecution.
The Office action shall set forth all rejections and
determinations not to make a proposed rejection, and
the grounds therefor. An Office action will not usually
close prosecution if it includes a new ground of rejec-
tion which was not previously addressed by the patent
owner, unless the new ground was necessitated by an
amendment.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.951 Options after Office action closing prose-
cution in inter partes reexamination.

(a) After an Office action closing prosecution
in an inter partes reexamination, the patent owner
may once file comments limited to the issues raised in
the Office action closing prosecution. The comments
can include a proposed amendment to the claims,
which amendment will be subject to the criteria of
§ 1.116 as to whether or not it shall be admitted. The
comments must be filed within the time set for
response in the Office action closing prosecution.

(b) When the patent owner does file comments,
a third party requester may once file comments
responsive to the patent owner’s comments within
30 days from the date of service of patent owner’s
comments on the third party requester.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.953 Examiner’s Right of Appeal Notice in
inter partes reexamination.

(a) Upon considering the comments of the
patent owner and the third party requester subsequent
to the Office action closing prosecution in an inter
partes reexamination, or upon expiration of the time
for submitting such comments, the examiner shall
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§ 1.955

issue a Right of Appeal Notice, unless the examiner
reopens prosecution and issues another Office action
on the merits.

(b) Expedited Right of Appeal Notice: At any
time after the patent owner’s response to the initial
Office action on the merits in an inter partes reexami-
nation, the patent owner and all third party requesters
may stipulate that the issues are appropriate for a final
action, which would include a final rejection and/or a
final determination favorable to patentability, and
may request the issuance of a Right of Appeal Notice.
The request must have the concurrence of the patent
owner and all third party requesters present in the pro-
ceeding and must identify all of the appealable issues
and the positions of the patent owner and all third
party requesters on those issues. If the examiner deter-
mines that no other issues are present or should be
raised, a Right of Appeal Notice limited to the identi-
fied issues shall be issued.

(c) The Right of Appeal Notice shall be a final
action, which comprises a final rejection setting forth
each ground of rejection and/or final decision favor-
able to patentability including each determination not
to make a proposed rejection, an identification of the
status of each claim, and the reasons for decisions
favorable to patentability and/or the grounds of rejec-
tion for each claim. No amendment can be made in
response to the Right of Appeal Notice. The Right of
Appeal Notice shall set a one-month time period for
either party to appeal. If no notice of appeal is filed,
prosecution in the inter partes reexamination proceed-
ing will be terminated, and the Director will proceed
to issue and publish a certificate under § 1.997 in
accordance with the Right of Appeal Notice.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; para. (c) revised, 68 FR 14332, Mar. 25, 2003, effec-
tive May 1, 2003; paras. (b) and (c) revised, 72 FR 18892,
Apr. 16, 2007, effective May 16, 2007]

INTERVIEWS PROHIBITED IN INTER
PARTES REEXAMINATION

§ 1.955 Interviews prohibited in inter partes reex-
amination proceedings.
There will be no interviews in an inter partes reex-
amination proceeding which discuss the merits of the
proceeding.
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[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

EXTENSIONS OF TIME, TERMINATING OF
REEXAMINATION PROSECUTION, AND
PETITIONS TO REVIVE IN INTER PARTES

REEXAMINATION

§ 1.956 Patent owner extensions of time in inter
partes reexamination.

The time for taking any action by a patent owner in
an inter partes reexamination proceeding will be
extended only for sufficient cause and for a reason-
able time specified. Any request for such extension
must be filed on or before the day on which action by
the patent owner is due, but in no case will the mere
filing of a request effect any extension. Any request
for such extension must be accompanied by the peti-
tion set forth in § 1.17(g). See § 1.304(a) for exten-
sions of time for filing a notice of appeal to the U.S.
Court of Appeals for the Federal Circuit.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; revised, 69 FR 56481, Sept. 21, 2004, effective Nov.
22,2004]

§ 1.957 Failure to file a timely, appropriate or
complete response or comment in inter
partes reexamination.

(a) If the third party requester files an untimely
or inappropriate comment, notice of appeal or brief in
an inter partes reexamination, the paper will be
refused consideration.

(b) If no claims are found patentable, and the
patent owner fails to file a timely and appropriate
response in an inter partes reexamination proceeding,
the prosecution in the reexamination proceeding will
be a terminated prosecution and the Director will pro-
ceed to issue and publish a certificate concluding the
reexamination proceeding under § 1.997 in accor-
dance with the last action of the Office.

(c) If claims are found patentable and the patent
owner fails to file a timely and appropriate response
to any Office action in an inter partes reexamination
proceeding, further prosecution will be limited to the
claims found patentable at the time of the failure to
respond, and to any claims added thereafter which do
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not expand the scope of the claims which were found
patentable at that time.

(d) When action by the patent owner is a bona
fide attempt to respond and to advance the prosecu-
tion and is substantially a complete response to the
Office action, but consideration of some matter or
compliance with some requirement has been inadvert-
ently omitted, an opportunity to explain and supply
the omission may be given.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; para. (b) revised, 68 FR 14332, Mar. 25, 2003, effec-
tive May 1, 2003; para. (b) revised, 72 FR 18892, Apr. 16,
2007, effective May 16, 2007]

§ 1.958 Petition to revive inter partes reexamina-
tion prosecution terminated for lack of
patent owner response.

(a) If a response by the patent owner is not
timely filed in the Office, the delay in filing such
response may be excused if it is shown to the satisfac-
tion of the Director that the delay was unavoidable. A
grantable petition to accept an unavoidably delayed
response must be filed in compliance with § 1.137(a).

(b) Any response by the patent owner not
timely filed in the Office may be accepted if the delay
was unintentional. A grantable petition to accept an
unintentionally delayed response must be filed in
compliance with § 1.137(b).

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; para. (a) revised, 68 FR 14332, Mar. 25, 2003, effec-
tive May 1, 2003; heading revised, 72 FR 18892, Apr. 16,
2007, effective May 16, 2007]

APPEAL TO THE BOARD OF PATENT
APPEALS AND INTERFERENCES IN /INTER
PARTES REEXAMINATION

§ 1.959 Appeal in inter partes reexamination.

Appeals to the Board of Patent Appeals and
Interferences under 35 U.S.C. 134(c) are conducted
according to part 41 of this title.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; para (f) added, 68 FR 70996, Dec. 22, 2003, effective
Jan. 21, 2004; revised, 69 FR 49959, Aug. 12, 2004, effec-
tive Sept. 13, 2004]
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§ 1.961 - 1.977 [Reserved]

§ 1.979 Return of Jurisdiction from the Board of
Patent Appeals and Interferences; termi-
nation of appeal proceedings.

(a) Jurisdiction over an inter partes reexamina-
tion proceeding passes to the examiner after a deci-
sion by the Board of Patent Appeals and Interferences
upon transmittal of the file to the examiner, subject to
each appellant’s right of appeal or other review, for
such further action as the condition of the inter partes
reexamination proceeding may require, to carry into
effect the decision of the Board of Patent Appeals and
Interferences.

(b) Upon judgment in the appeal before the
Board of Patent Appeals and Interferences, if no fur-
ther appeal has been taken (§ 1.983), the prosecution
in the inter partes reexamination proceeding will be
terminated and the Director will issue and publish a
certificate under § 1.997 concluding the proceeding.
If an appeal to the U.S. Court of Appeals for the Fed-
eral Circuit has been filed, that appeal is considered
terminated when the mandate is issued by the Court.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; para. (f) revised, 68 FR 14332, Mar. 25, 2003, effec-
tive May 1, 2003; paras. (¢) & (f) revised, 68 FR 70996,
Dec. 22, 2003, effective Jan. 21, 2004; revised, 69 FR
49959, Aug. 12, 2004, effective Sept. 13, 2004; heading
and para. (b) revised, 72 FR 18892, Apr. 16, 2007, effective
May 16, 2007]

§ 1.981 Reopening after a final decision of the
Board of Patent Appeals and Interfer-
ences.

When a decision by the Board of Patent Appeals
and Interferences on appeal has become final for judi-
cial review, prosecution of the inter partes reexamina-
tion proceeding will not be reopened or reconsidered
by the primary examiner except under the provisions
of § 41.77 of this title without the written authority of
the Director, and then only for the consideration of
matters not already adjudicated, sufficient cause being
shown.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; revised, 68 FR 14332, Mar. 25, 2003, effective May
1, 2003; revised, 69 FR 49959, Aug. 12, 2004, effective
Sept. 13, 2004]
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§ 1.983

APPEAL TO THE UNITED STATES COURT
OF APPEALS FOR THE FEDERAL CIRCUIT
IN INTER PARTES REEXAMINATION

§ 1.983 Appeal to the United States Court of
Appeals for the Federal Circuit in inter
partes reexamination.

(a) The patent owner or third party requester in
an inter partes reexamination proceeding who is a
party to an appeal to the Board of Patent Appeals and
Interferences and who is dissatisfied with the decision
of the Board of Patent Appeals and Interferences may,
subject to § 41.81, appeal to the U.S. Court of
Appeals for the Federal Circuit and may be a party to
any appeal thereto taken from a reexamination deci-
sion of the Board of Patent Appeals and Interferences.

(b) The appellant must take the following steps
in such an appeal:

(1) In the U.S. Patent and Trademark Office,
timely file a written notice of appeal directed to the
Director in accordance with §§ 1.302 and 1.304;

(2) Inthe U.S. Court of Appeals for the Fed-
eral Circuit, file a copy of the notice of appeal and pay
the fee, as provided for in the rules of the U.S. Court
of Appeals for the Federal Circuit; and

(3) Serve a copy of the notice of appeal on
every other party in the reexamination proceeding in
the manner provided in § 1.248.

(c) If the patent owner has filed a notice of
appeal to the U.S. Court of Appeals for the Federal
Circuit, the third party requester may cross appeal to
the U.S. Court of Appeals for the Federal Circuit if
also dissatisfied with the decision of the Board of
Patent Appeals and Interferences.

(d) If the third party requester has filed a notice
of appeal to the U.S. Court of Appeals for the Federal
Circuit, the patent owner may cross appeal to the U.S.
Court of Appeals for the Federal Circuit if also dissat-
isfied with the decision of the Board of Patent
Appeals and Interferences.

(e) A party electing to participate in an appel-
lant’s appeal must, within fourteen days of service of
the appellant’s notice of appeal under paragraph (b) of
this section, or notice of cross appeal under para-
graphs (c) or (d) of this section, take the following
steps:

(1) In the U.S. Patent and Trademark Office,
timely file a written notice directed to the Director
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electing to participate in the appellant’s appeal to the
U.S. Court of Appeals for the Federal Circuit by mail
to, or hand service on, the General Counsel as pro-
vided in § 104.2;

(2) Inthe U.S. Court of Appeals for the Fed-
eral Circuit, file a copy of the notice electing to partic-
ipate in accordance with the rules of the U.S. Court of
Appeals for the Federal Circuit; and

(3) Serve a copy of the notice electing to par-
ticipate on every other party in the reexamination pro-
ceeding in the manner provided in § 1.248.

(f) Notwithstanding any provision of the rules,
in any reexamination proceeding commenced prior to
November 2, 2002, the third party requester is pre-
cluded from appealing and cross appealing any deci-
sion of the Board of Patent Appeals and Interferences
to the U.S. Court of Appeals for the Federal Circuit,
and the third party requester is precluded from partici-
pating in any appeal taken by the patent owner to the
U.S. Court of Appeals for the Federal Circuit.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; para. (a)(1) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; revised, 68 FR 70996, Dec. 22,
2003, effective Jan. 21, 2004; para. (a) revised, 72 FR
18892, Apr. 16, 2007, effective May 16, 2007]

CONCURRENT PROCEEDINGS INVOLVING
SAME PATENT IN INTER PARTES
REEXAMINATION

§ 1.985 Notification of prior or concurrent pro-
ceedings in inter partes reexamination.

(a) In any inter partes reexamination proceed-
ing, the patent owner shall call the attention of the
Office to any prior or concurrent proceedings in
which the patent is or was involved, including but not
limited to interference, reissue, reexamination, or liti-
gation and the results of such proceedings.

(b) Notwithstanding any provision of the rules,
any person at any time may file a paper in an infer
partes reexamination proceeding notifying the Office
of a prior or concurrent proceedings in which
the same patent is or was involved, including but
not limited to interference, reissue, reexamination, or
litigation and the results of such proceedings. Such
paper must be limited to merely providing notice of
the other proceeding without discussion of issues of
the current inter partes reexamination proceeding.
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Any paper not so limited will be returned to the
sender.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.987 Suspension of inter partes reexamination
proceeding due to litigation.

If a patent in the process of infer partes reexamina-
tion is or becomes involved in litigation, the Director
shall determine whether or not to suspend the inter
partes reexamination proceeding.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; revised, 68 FR 14332, Mar. 25, 2003, effective May
1,2003]

§ 1.989 Merger of concurrent reexamination pro-
ceedings.

(a) If any reexamination is ordered while a
prior inter partes reexamination proceeding is pend-
ing for the same patent and prosecution in the prior
inter partes reexamination proceeding has not been
terminated, a decision may be made to merge the two
proceedings or to suspend one of the two proceedings.
Where merger is ordered, the merged examination
will normally result in the issuance and publication of
a single reexamination certificate under § 1.997.

(b) An inter partes reexamination proceeding
filed under § 1.913 which is merged with an ex parte
reexamination proceeding filed under § 1.510 will
result in the merged proceeding being governed by
§§ 1.902 through 1.997, except that the rights of any
third party requester of the ex parfe reexamination
shall be governed by §§ 1.510 through 1.560.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; para. (a) revised, 72 FR 18892, Apr. 16, 2007, effec-
tive May 16, 2007]

§ 1.991 Merger of concurrent reissue application
and inter partes reexamination proceed-
ing.

If a reissue application and an infer partes reexami-
nation proceeding on which an order pursuant to §
1.931 has been mailed are pending concurrently on a
patent, a decision may be made to merge the two pro-
ceedings or to suspend one of the two proceedings.
Where merger of a reissue application and an infer
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partes reexamination proceeding is ordered, the
merged proceeding will be conducted in accordance
with §§ 1.171 through 1.179, and the patent owner
will be required to place and maintain the same claims
in the reissue application and the inter partes reexam-
ination proceeding during the pendency of the merged
proceeding. In a merged proceeding the third party
requester may participate to the extent provided under
§§ 1.902 through 1.997 and 41.60 through 41.81,
except that such participation shall be limited to
issues within the scope of inter partes reexamination.
The examiner’s actions and any responses by the
patent owner or third party requester in a merged pro-
ceeding will apply to both the reissue application and
the inter partes reexamination proceeding and be
physically entered into both files. Any inter partes
reexamination proceeding merged with a reissue
application shall be concluded by the grant of the reis-
sued patent.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; revised, 72 FR 18892, Apr. 16, 2007, effective May
16, 2007]

§ 1.993 Suspension of concurrent interference
and inter partes reexamination proceed-
ing.

If a patent in the process of inter partes reexamina-
tion is or becomes involved in an interference, the
Director may suspend the inter partes reexamination
or the interference. The Director will not consider a
request to suspend an interference unless a motion
under § 41.121(a)(3) of this title to suspend the inter-
ference has been presented to, and denied by, an
administrative patent judge and the request is filed
within ten (10) days of a decision by an administrative
patent judge denying the motion for suspension or
such other time as the administrative patent judge
may set.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; revised, 68 FR 14332, Mar. 25, 2003, effective May
1, 2003; revised, 69 FR 49959, Aug. 12, 2004, effective
Sept. 13, 2004]

§ 1.995 Third party requester’s participation
rights preserved in merged proceeding.

When a third party requester is involved in one or

more proceedings, including an inter partes reexami-
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§ 1.997

nation proceeding, the merger of such proceedings
will be accomplished so as to preserve the third party
requester’s right to participate to the extent specifi-
cally provided for in these regulations. In merged pro-
ceedings involving different requesters, any paper
filed by one party in the merged proceeding shall be
served on all other parties of the merged proceeding.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

REEXAMINATION CERTIFICATE IN INTER
PARTES REEXAMINATION

§ 1.997 Issuance and publication of inter partes
reexamination certificate concludes inter
partes reexamination proceeding.

(a) To conclude an inter partes reexamination
proceeding, the Director will issue and publish an
inter partes reexamination certificate in accordance
with 35 U.S.C. 316 setting forth the results of the infer
partes reexamination proceeding and the content of
the patent following the inter partes reexamination
proceeding.

(b) A certificate will be issued and published in
each patent in which an infer partes reexamination
proceeding has been ordered under § 1.931. Any stat-
utory disclaimer filed by the patent owner will be
made part of the certificate.

(c) The certificate will be sent to the patent
owner at the address as provided for in § 1.33(c). A
copy of the certificate will also be sent to the third
party requester of the infer partes reexamination pro-
ceeding.

(d) If a certificate has been issued and pub-
lished which cancels all of the claims of the patent, no
further Office proceedings will be conducted with that
patent or any reissue applications or any reexamina-
tion requests relating thereto.

(e) If the inter partes reexamination proceeding
is terminated by the grant of a reissued patent as pro-
vided in § 1.991, the reissued patent will constitute
the reexamination certificate required by this section
and 35 U.S.C. 316.

(f) A notice of the issuance of each certificate
under this section will be published in the Official
Gazette.
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[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; para. (a) revised, 68 FR 14332, Mar. 25, 2003, effec-
tive May 1, 2003; heading and paras. (a), (b), and (d)
revised, 72 FR 18892, Apr. 16, 2007, effective May 16,
2007]

PART 3 — ASSIGNMENT, RECORDING
AND RIGHTS OF ASSIGNEE

Sec.
3.1 Definitions.

DOCUMENTS ELIGIBLE FOR RECORDING

3.11 Documents which will be recorded.

3.16  Assignability of trademarks prior to filing an
allegation of use.

REQUIREMENTS FOR RECORDING

3.21 Identification of patents and patent applications.

3.24 Requirements for documents and cover sheets
relating to patents and patent applications.

3.25 Recording requirements for trademark applications
and registrations.

3.26 English language requirement.

3.27 Mailing address for submitting documents to be
recorded.

3.28 Requests for recording.

COVER SHEET REQUIREMENTS

3.31 Cover sheet content.

3.34 Correction of cover sheet errors.
FEES
3.41 Recording fees.
DATE AND EFFECT OF RECORDING

3.51 Recording date.
3.54 Effect of recording.
3.56 Conditional assignments.

3.58 Governmental registers.
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DOMESTIC REPRESENTATIVE
3.61 Domestic representative.
ACTION TAKEN BY ASSIGNEE

3.71 Prosecution by assignee.
3.73  Establishing right of assignee to take action.

ISSUANCE TO ASSIGNEE

3.81 Issue of patent to assignee.
3.85 Issue of registration to assignee.

§ 3.1  Definitions.

For purposes of this part, the following definitions
shall apply:

Application means a national application for patent,
an international patent application that designates the
United States of America, or an application to register
a trademark under section 1 or 44 of the Trademark
Act, 15 U.S.C. 1051 or 15 U.S.C. 1126, unless other-
wise indicated.

Assignment means a transfer by a party of all or part
of its right, title and interest in a patent, patent appli-
cation, registered mark or a mark for which an appli-
cation to register has been filed.

Document means a document which a party
requests to be recorded in the Office pursuant to §
3.11 and which affects some interest in an application,
patent, or registration.

Office means the United States Patent and Trade-
mark Office.

Recorded document means a document which has
been recorded in the Office pursuant to § 3.11.

Registration means a trademark registration issued
by the Office.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 69 FR 29865, May 26, 2004, effective June
25,2004]

DOCUMENTS ELIGIBLE FOR RECORDING

§ 3.11 Documents which will be recorded.

(a) Assignments of applications, patents, and
registrations, accompanied by completed cover sheets
as specified in §§ 3.28 and 3.31, will be recorded in
the Office. Other documents, accompanied by com-
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