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of rejection and also state all other grounds upon 
which rehearing is sought.

(c) The opinion of the Board may include an 
explicit statement of how a claim on appeal may 
be amended to overcome a specific rejection. When 
the opinion of the Board includes such a statement, 
appellant has the right to amend in conformity there-
with. An amendment in conformity with such state-
ment will overcome the specific rejection. An 
examiner may reject a claim so-amended, provided 
that the rejection constitutes a new ground of rejec-
tion.

(d) The Board may order appellant to addition-
ally brief any matter that the Board considers to be of 
assistance in reaching a reasoned decision on the 
pending appeal. Appellant will be given a non-extend-
able time period within which to respond to such an 
order. Failure to timely comply with the order may 
result in the sua sponte dismissal of the appeal.

(e) Whenever a decision of the Board includes 
a remand, that decision shall not be considered final 
for judicial review. When appropriate, upon conclu-
sion of proceedings on remand before the examiner, 
the Board may enter an order otherwise making its 
decision final for judicial review.

(f) Extensions of time under § 1.136(a) of this 
title for patent applications are not applicable to the 
time periods set forth in this section. See § 1.136(b) of 
this title for extensions of time to reply for patent 
applications and § 1.550(c) of this title for extensions 
of time to reply for ex parte reexamination proceed-
ings.

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

§  41.52 Rehearing.
(a)(1)Appellant may file a single request for 

rehearing within two months of the date of the origi-
nal decision of the Board. No request for rehearing 
from a decision on rehearing will be permitted, unless 
the rehearing decision so modified the original deci-
sion as to become, in effect, a new decision, and the 
Board states that a second request for rehearing would 
be permitted. The request for rehearing must state 
with particularity the points believed to have been 
misapprehended or overlooked by the Board. Argu-
ments not raised in the briefs before the Board and 
evidence not previously relied upon in the brief and 

any reply brief(s) are not permitted in the request for 
rehearing except as permitted by paragraphs (a)(2) 
and (a)(3) of this section. When a request for rehear-
ing is made, the Board shall render a decision on the 
request for rehearing. The decision on the request for 
rehearing is deemed to incorporate the earlier opinion 
reflecting its decision for appeal, except for those por-
tions specifically withdrawn on rehearing, and is final 
for the purpose of judicial review, except when noted 
otherwise in the decision on rehearing.

(2) Upon a showing of good cause, appellant 
may present a new argument based upon a recent rele-
vant decision of either the Board or a Federal Court.

(3) New arguments responding to a new 
ground of rejection made pursuant to § 41.50(b) are 
permitted.

(b) Extensions of time under § 1.136(a) of this 
title for patent applications are not applicable to the 
time period set forth in this section. See § 1.136(b) of 
this title for extensions of time to reply for patent 
applications and § 1.550(c) of this title for extensions 
of time to reply for ex parte reexamination proceed-
ings.

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

§  41.54 Action following decision.
 After decision by the Board, the proceeding will be 

returned to the examiner, subject to appellant’s right 
of appeal or other review, for such further action by 
appellant or by the examiner, as the condition of the 
proceeding may require, to carry into effect the deci-
sion.

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

Subpart C — Inter Partes Appeals

§  41.60 Definitions.
 In addition to the definitions in § 41.2, the follow-

ing definitions apply to proceedings under this sub-
part unless otherwise clear from the context:

Appellant means any party, whether the owner or a 
requester, filing a notice of appeal or cross appeal 
under § 41.61. If more than one party appeals or cross 
appeals, each appealing or cross appealing party is an 
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appellant with respect to the claims to which his or 
her appeal or cross appeal is directed.

Filing means filing with a certificate indicating ser-
vice of the document under § 1.903 of this title.

Owner means the owner of the patent undergoing 
inter partes reexamination under § 1.915 of this title.

Proceeding means an inter partes reexamination 
proceeding. Appeal to the Board in an ex parte reex-
amination proceeding is controlled by subpart B of 
this part. An inter partes reexamination proceeding is 
not a contested case subject to subpart D.

Requester means each party, other than the owner, 
who requested that the patent undergo inter partes
reexamination under § 1.915 of this title.

Respondent means any requester responding under 
§ 41.68 to the appellant’s brief of the owner, or the 
owner responding under § 41.68 to the appellant’s 
brief of any requester. No requester may be a respon-
dent to the appellant brief of any other requester.

 [Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

§  41.61 Notice of appeal and cross appeal to 
Board.

(a)(1)Upon the issuance of a Right of Appeal 
Notice under § 1.953 of this title, the owner may 
appeal to the Board with respect to the final rejection 
of any claim of the patent by filing a notice of appeal 
within the time provided in the Right of Appeal 
Notice and paying the fee set forth in § 41.20(b)(1).

(2) Upon the issuance of a Right of Appeal 
Notice under § 1.953 of this title, the requester may 
appeal to the Board with respect to any final decision 
favorable to the patentability, including any final 
determination not to make a proposed rejection, of 
any original, proposed amended, or new claim of the 
patent by filing a notice of appeal within the time pro-
vided in the Right of Appeal Notice and paying the 
fee set forth in § 41.20(b)(1).

(b)(1)Within fourteen days of service of a 
requester’s notice of appeal under paragraph (a)(2) of 
this section and upon payment of the fee set forth in § 
41.20(b)(1), an owner who has not filed a notice of 
appeal may file a notice of cross appeal with respect 
to the final rejection of any claim of the patent.

(2) Within fourteen days of service of an 
owner’s notice of appeal under paragraph (a)(1) of 
this section and upon payment of the fee set forth in §

41.20 (b)(1), a requester who has not filed a notice of 
appeal may file a notice of cross appeal with respect 
to any final decision favorable to the patentability, 
including any final determination not to make a pro-
posed rejection, of any original, proposed amended, 
or new claim of the patent.

(c) The notice of appeal or cross appeal in the 
proceeding must identify the appealed claim(s) and 
must be signed by the owner, the requester, or a duly 
authorized attorney or agent.

(d) An appeal or cross appeal, when taken, must 
be taken from all the rejections of the claims in a 
Right of Appeal Notice which the patent owner pro-
poses to contest or from all the determinations favor-
able to patentability, including any final determination 
not to make a proposed rejection, in a Right of Appeal 
Notice which a requester proposes to contest. Ques-
tions relating to matters not affecting the merits of the 
invention may be required to be settled before an 
appeal is decided.

(e) The time periods for filing a notice of 
appeal or cross appeal may not be extended.

(f) If a notice of appeal or cross appeal is 
timely filed but does not comply with any require-
ment of this section, appellant will be notified of the 
reasons for non-compliance and given a non-extend-
able time period within which to file an amended 
notice of appeal or cross appeal. If the appellant does 
not then file an amended notice of appeal or cross 
appeal within the set time period, or files a notice 
which does not overcome all the reasons for non-com-
pliance stated in the notification of the reasons for 
non-compliance, that appellant’s appeal or cross 
appeal will stand dismissed.

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

§  41.63 Amendments and affidavits or other evi-
dence after appeal.

(a) Amendments filed after the date of filing an 
appeal pursuant to § 41.61 canceling claims may be 
admitted where such cancellation does not affect the 
scope of any other pending claim in the proceeding.

(b) All other amendments filed after the date of 
filing an appeal pursuant to § 41.61 will not be admit-
ted except as permitted by § 41.77(b)(1).

(c) Affidavits or other evidence filed after the 
date of filing an appeal pursuant to § 41.61 will not be 
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admitted except as permitted by reopening prosecu-
tion under § 41.77(b)(1).

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

§  41.64 Jurisdiction over appeal in inter partes
reexamination.

(a) Jurisdiction over the proceeding passes to 
the Board upon transmittal of the file, including all 
briefs and examiner’s answers, to the Board.

(b) If, after receipt and review of the proceed-
ing, the Board determines that the file is not complete 
or is not in compliance with the requirements of this 
subpart, the Board may relinquish jurisdiction to the 
examiner or take other appropriate action to permit 
completion of the file.

(c) Prior to the entry of a decision on the appeal 
by the Board, the Director may sua sponte order the 
proceeding remanded to the examiner.

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

§  41.66 Time for filing briefs.
(a) An appellant’s brief must be filed no later 

than two months from the latest filing date of the last-
filed notice of appeal or cross appeal or, if any party to 
the proceeding is entitled to file an appeal or cross 
appeal but fails to timely do so, no later than two 
months from the expiration of the time for filing (by 
the last party entitled to do so) such notice of appeal 
or cross appeal. The time for filing an appellant’s brief 
or an amended appellant’s brief may not be extended.

(b) Once an appellant’s brief has been properly 
filed, any brief must be filed by respondent within one 
month from the date of service of the appellant’s brief. 
The time for filing a respondent’s brief or an amended 
respondent’s brief may not be extended.

(c) The examiner will consider both the appel-
lant’s and respondent’s briefs and may prepare an 
examiner’s answer under § 41.69.

(d) Any appellant may file a rebuttal brief under 
§ 41.71 within one month of the date of the exam-
iner’s answer. The time for filing a rebuttal brief or an 
amended rebuttal brief may not be extended.

(e) No further submission will be considered 
and any such submission will be treated in accordance 
with § 1.939 of this title.

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

§  41.67 Appellant’s brief.
(a)(1)Appellant(s) may once, within time limits 

for filing set forth in § 41.66, file a brief and serve the 
brief on all other parties to the proceeding in accor-
dance with § 1.903 of this title.

(2) The brief must be signed by the appellant, 
or the appellant’s duly authorized attorney or agent 
and must be accompanied by the requisite fee set forth 
in § 41.20(b)(2).

(b) An appellant’s appeal shall stand dismissed 
upon failure of that appellant to file an appellant’s 
brief, accompanied by the requisite fee, within the 
time allowed under § 41.66(a).

(c)(1)The appellant’s brief shall contain the fol-
lowing items under appropriate headings and in the 
order indicated in paragraphs (c)(1)(i) through 
(c)(1)(xi) of this section.

(i) Real party in interest. A statement 
identifying by name the real party in interest.

(ii) Related appeals and interferences. A 
statement identifying by application, patent, appeal or 
interference number all other prior and pending 
appeals, interferences or judicial proceedings known 
to appellant, the appellant’s legal representative, or 
assignee which may be related to, directly affect or be 
directly affected by or have a bearing on the Board’s 
decision in the pending appeal. Copies of any deci-
sions rendered by a court or the Board in any proceed-
ing identified under this paragraph must be included 
in an appendix as required by paragraph (c)(1)(xi) of 
this section.

(iii) Status of claims. A statement of the sta-
tus of all the claims in the proceeding (e.g., rejected, 
allowed or confirmed, withdrawn, objected to, can-
celed). If the appellant is the owner, the appellant 
must also identify the rejected claims whose rejection 
is being appealed. If the appellant is a requester, the 
appellant must identify the claims that the examiner 
has made a determination favorable to patentability, 
which determination is being appealed.

(iv) Status of amendments. A statement of 
the status of any amendment filed subsequent to the 
close of prosecution.

(v) Summary of claimed subject matter. A 
concise explanation of the subject matter defined 
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in each of the independent claims involved in the 
appeal, which shall refer to the specification by col-
umn and line number, and to the drawing(s), if any, by 
reference characters. For each independent claim 
involved in the appeal and for each dependent claim 
argued separately under the provisions of paragraph 
(c)(1)(vii) of this section, every means plus function 
and step plus function as permitted by 35 U.S.C. 112, 
sixth paragraph, must be identified and the structure, 
material, or acts described in the specification as cor-
responding to each claimed function must be set forth 
with reference to the specification by page and line 
number, and to the drawing, if any, by reference char-
acters.

(vi) Issues to be reviewed on appeal. A 
concise statement of each issue presented for review. 
No new ground of rejection can be proposed by a 
third party requester appellant, unless such ground 
was withdrawn by the examiner during the prosecu-
tion of the proceeding, and the third party requester 
has not yet had an opportunity to propose it as a third 
party requester proposed ground of rejection.

(vii) Argument. The contentions of appellant 
with respect to each issue presented for review in 
paragraph (c)(1)(vi) of this section, and the basis 
therefor, with citations of the statutes, regulations, 
authorities, and parts of the record relied on. Any 
arguments or authorities not included in the brief per-
mitted under this section or §§ 41.68 and 41.71 will 
be refused consideration by the Board, unless good 
cause is shown. Each issue must be treated under a 
separate heading. If the appellant is the patent owner, 
for each ground of rejection in the Right of Appeal 
Notice which appellant contests and which applies to 
two or more claims, the claims may be argued sepa-
rately or as a group. When multiple claims subject to 
the same ground of rejection are argued as a group by 
appellant, the Board may select a single claim from 
the group of claims that are argued together to decide 
the appeal with respect to the group of claims as to the 
ground of rejection on the basis of the selected claim 
alone. Notwithstanding any other provision of this 
paragraph, the failure of appellant to separately argue 
claims which appellant has grouped together shall 
constitute a waiver of any argument that the Board 
must consider the patentability of any grouped claim 
separately. Any claim argued separately should be 
placed under a subheading identifying the claim by 

number. Claims argued as a group should be placed 
under a subheading identifying the claims by number. 
A statement which merely points out what a claim 
recites will not be considered an argument for sepa-
rate patentability of the claim.

(viii) Claims appendix. An appendix con-
taining a copy of the claims to be reviewed on appeal.

(ix) Evidence appendix. An appendix con-
taining copies of any evidence submitted pursuant to 
§§ 1.130, 1.131, or 1.132 of this title or of any other 
evidence entered by the examiner and relied upon by 
appellant in the appeal, along with a statement setting 
forth where in the record that evidence was entered in 
the record by the examiner. Reference to unentered 
evidence is not permitted in the brief. See § 41.63 for 
treatment of evidence submitted after appeal. This 
appendix may also include copies of the evidence 
relied upon by the examiner in any ground of rejec-
tion to be reviewed on appeal.

(x) Related proceedings appendix. An 
appendix containing copies of decisions rendered by a 
court or the Board in any proceeding identified pursu-
ant to paragraph (c)(1)(ii) of this section.

(xi) Certificate of service. A certification 
that a copy of the brief has been served in its entirety 
on all other parties to the reexamination proceeding. 
The names and addresses of the parties served must 
be indicated.

(2) A brief shall not include any new or non-
admitted amendment, or any new or non-admitted 
affidavit or other evidence. See § 1.116 of this title for 
amendments, affidavits or other evidence filed after 
final action but before or on the same date of filing an 
appeal and § 41.63 for amendments, affidavits or 
other evidence after the date of filing the appeal.

(d) If a brief is filed which does not comply 
with all the requirements of paragraph (a) and para-
graph (c) of this section, appellant will be notified of 
the reasons for non-compliance and given a non-
extendable time period within which to file an 
amended brief. If appellant does not file an amended 
brief within the set time period, or files an amended 
brief which does not overcome all the reasons for 
non-compliance stated in the notification, that appel-
lant’s appeal will stand dismissed.

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]
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§  41.68 Respondent’s brief.
(a)(1)Respondent(s) in an appeal may once, 

within the time limit for filing set forth in § 41.66, file 
a respondent brief and serve the brief on all parties in 
accordance with § 1.903 of this title.

(2) The brief must be signed by the party, or 
the party’s duly authorized attorney or agent, and 
must be accompanied by the requisite fee set forth in 
§ 41.20(b)(2).

(3) The respondent brief shall be limited to 
issues raised in the appellant brief to which the 
respondent brief is directed.

(4) A requester’s respondent brief may not 
address any brief of any other requester.

(b)(1)The respondent brief shall contain the fol-
lowing items under appropriate headings and in the 
order here indicated, and may include an appendix 
containing only those portions of the record on which 
reliance has been made.

(i) Real Party in Interest. A statement 
identifying by name the real party in interest.

(ii) Related Appeals and Interferences. A 
statement identifying by application, patent, appeal or 
interference number all other prior and pending 
appeals, interferences or judicial proceedings known 
to respondent, the respondent’s legal representative, 
or assignee which may be related to, directly affect or 
be directly affected by or have a bearing on the 
Board’s decision in the pending appeal. Copies of any 
decisions rendered by a court or the Board in any pro-
ceeding identified under this paragraph must be 
included in an appendix as required by paragraph 
(b)(1)(ix) of this section.

(iii) Status of claims. A statement accepting 
or disputing appellant’s statement of the status of 
claims. If appellant’s statement of the status of claims 
is disputed, the errors in appellant’s statement must be 
specified with particularity.

(iv) Status of amendments. A statement 
accepting or disputing appellant’s statement of the 
status of amendments. If appellant’s statement of the 
status of amendments is disputed, the errors in appel-
lant’s statement must be specified with particularity.

(v) Summary of claimed subject matter. A 
statement accepting or disputing appellant’s summary 
of the subject matter defined in each of the indepen-
dent claims involved in the appeal. If appellant’s sum-

mary of the subject matter is disputed, the errors in 
appellant’s summary must be specified.

(vi) Issues to be reviewed on appeal. A 
statement accepting or disputing appellant’s statement 
of the issues presented for review. If appellant’s state-
ment of the issues presented for review is disputed, 
the errors in appellant’s statement must be specified. 
A counter statement of the issues for review may be 
made. No new ground of rejection can be proposed by 
a requester respondent.

(vii) Argument. A statement accepting or 
disputing the contentions of appellant with each of the 
issues presented by the appellant for review. If a con-
tention of the appellant is disputed, the errors in 
appellant’s argument must be specified, stating the 
basis therefor, with citations of the statutes, regula-
tions, authorities, and parts of the record relied on. 
Each issue must be treated under a separate heading. 
An argument may be made with each of the issues 
stated in the counter statement of the issues, with each 
counter-stated issue being treated under a separate 
heading.

(viii) Evidence appendix. An appendix con-
taining copies of any evidence submitted pursuant to 
§§ 1.130, 1.131, or 1.132 of this title or of any other 
evidence entered by the examiner and relied upon by 
respondent in the appeal, along with a statement set-
ting forth where in the record that evidence was 
entered in the record by the examiner. Reference to 
unentered evidence is not permitted in the respon-
dent’s brief. See § 41.63 for treatment of evidence 
submitted after appeal.

(ix) Related proceedings appendix. An 
appendix containing copies of decisions rendered by a 
court or the Board in any proceeding identified pursu-
ant to paragraph (b)(1)(ii) of this section.

(x) Certificate of service. A certification 
that a copy of the respondent brief has been served in 
its entirety on all other parties to the reexamination 
proceeding. The names and addresses of the parties 
served must be indicated.

(2) A respondent brief shall not include any 
new or non-admitted amendment, or any new or non-
admitted affidavit or other evidence. See § 1.116 of 
this title for amendments, affidavits or other evidence 
filed after final action but before or on the same date 
of filing an appeal and § 41.63 for amendments, affi-
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davits or other evidence filed after the date of filing 
the appeal.

(c) If a respondent brief is filed which does not 
comply with all the requirements of paragraph (a) 
and paragraph (b) of this section, respondent will be 
notified of the reasons for non-compliance and given 
a non-extendable time period within which to file an 
amended brief. If respondent does not file an amended 
respondent brief within the set time period, or files an 
amended respondent brief which does not overcome 
all the reasons for non-compliance stated in the notifi-
cation, the respondent brief and any amended respon-
dent brief by that respondent will not be considered.

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

§  41.69 Examiner’s answer.
(a) The primary examiner may, within such 

time as directed by the Director, furnish a written 
answer to the owner’s and/or requester’s appellant 
brief or respondent brief including, as may be neces-
sary, such explanation of the invention claimed and of 
the references relied upon, the grounds of rejection, 
and the reasons for patentability, including grounds 
for not adopting any proposed rejection. A copy of the 
answer shall be supplied to the owner and all request-
ers. If the primary examiner determines that the 
appeal does not comply with the provisions of §§ 
41.61, 41.66, 41.67 and 41.68 or does not relate to an 
appealable action, the primary examiner shall make 
such determination of record.

(b) An examiner’s answer may not include a 
new ground of rejection.

(c) An examiner’s answer may not include a 
new determination not to make a proposed rejection 
of a claim.

(d) Any new ground of rejection, or any new 
determination not to make a proposed rejection, must 
be made in an Office action reopening prosecution.

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

§  41.71 Rebuttal brief.
(a) Within one month of the examiner’s answer, 

any appellant may once file a rebuttal brief.

(b)(1)The rebuttal brief of the owner may be 
directed to the examiner’s answer and/or any respon-
dent brief.

(2) The rebuttal brief of the owner shall not 
include any new or non-admitted amendment, or an 
affidavit or other evidence. See § 1.116 of this title for 
amendments, affidavits or other evidence filed after 
final action but before or on the same date of filing an 
appeal and § 41.63 for amendments, affidavits or 
other evidence filed after the date of filing the appeal.

(c)(1)The rebuttal brief of any requester may be 
directed to the examiner’s answer and/or the respon-
dent brief of the owner.

(2) The rebuttal brief of a requester may not 
be directed to the respondent brief of any other 
requester.

(3) No new ground of rejection can be pro-
posed by a requester.

(4) The rebuttal brief of a requester shall not 
include any new or non-admitted affidavit or other 
evidence. See § 1.116(d) of this title for affidavits or 
other evidence filed after final action but before or on 
the same date of filing an appeal and § 41.63(c) for 
affidavits or other evidence filed after the date of fil-
ing the appeal.

(d) The rebuttal brief must include a certifica-
tion that a copy of the rebuttal brief has been served in 
its entirety on all other parties to the proceeding. The 
names and addresses of the parties served must be 
indicated.

(e) If a rebuttal brief is timely filed under para-
graph (a) of this section but does not comply with all 
the requirements of paragraphs (a) through (d) of this 
section, appellant will be notified of the reasons for 
non-compliance and provided with a non-extendable 
period of one month within which to file an amended 
rebuttal brief. If the appellant does not file an 
amended rebuttal brief during the one-month period, 
or files an amended rebuttal brief which does not 
overcome all the reasons for non-compliance stated in 
the notification, that appellant’s rebuttal brief and any 
amended rebuttal brief by that appellant will not be 
considered.

[Added, 69 FR 4995 9, Aug. 12, 2004, effective Sept. 
13, 2004]
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§  41.73 Oral hearing.
(a) An oral hearing should be requested only in 

those circumstances in which an appellant or a 
respondent considers such a hearing necessary or 
desirable for a proper presentation of the appeal. An 
appeal decided on the briefs without an oral hearing 
will receive the same consideration by the Board as an 
appeal decided after an oral hearing.

(b)  If an appellant or a respondent desires an 
oral hearing, he or she must file, as a separate paper 
captioned “REQUEST FOR ORAL HEARING,” a 
written request for such hearing accompanied by the 
fee set forth in § 41.20(b)(3) within two months after 
the date of the examiner’s answer. The time for 
requesting an oral hearing may not be extended. The 
request must include a certification that a copy of the 
request has been served in its entirety on all other par-
ties to the proceeding. The names and addresses of the 
parties served must be indicated.

(c) If no request and fee for oral hearing have 
been timely filed by appellant or respondent as 
required by paragraph (b) of this section, the appeal 
will be assigned for consideration and decision on the 
briefs without an oral hearing.

(d) If appellant or respondent has complied 
with all the requirements of paragraph (b) of this sec-
tion, a hearing date will be set, and notice given to the 
owner and all requesters. If an oral hearing is held, an 
oral argument may be presented by, or on behalf of, 
the primary examiner if considered desirable by either 
the primary examiner or the Board. The notice shall 
set a non-extendable period within which all requests 
for oral hearing shall be submitted by any other party 
to the appeal desiring to participate in the oral hear-
ing. A hearing will be held as stated in the notice, and 
oral argument will be limited to thirty minutes for 
each appellant or respondent who has requested an 
oral hearing, and twenty minutes for the primary 
examiner unless otherwise ordered. No appellant or 
respondent will be permitted to participate in an oral 
hearing unless he or she has requested an oral hearing 
and submitted the fee set forth in § 41.20(b)(3).

(e)(1)At the oral hearing, each appellant and 
respondent may only rely on evidence that has been 
previously entered and considered by the primary 
examiner and present argument that has been relied 
upon in the briefs except as permitted by paragraph 
(e)(2) of this section. The primary examiner may only 

rely on argument and evidence relied upon in an 
answer except as permitted by paragraph (e)(2) of this 
section. The Board will determine the order of the 
arguments presented at the oral hearing.

(2) Upon a showing of good cause, appellant, 
respondent and/or the primary examiner may rely on a 
new argument based upon a recent relevant decision 
of either the Board or a Federal Court.

(f) Notwithstanding the submission of a request 
for oral hearing complying with this rule, if the Board 
decides that a hearing is not necessary, the Board will 
so notify the owner and all requesters.

[Added, 69 FR 4 9959, Aug. 12, 2004, effective Sept. 
13, 2004]

§  41.77 Decisions and other actions by the Board.
(a) The Board of Patent Appeals and Interfer-

ences, in its decision, may affirm or reverse each deci-
sion of the examiner on all issues raised on each 
appealed claim, or remand the reexamination pro-
ceeding to the examiner for further consideration. The 
reversal of the examiner’s determination not to make 
a rejection proposed by the third party requester con-
stitutes a decision adverse to the patentability of the 
claims which are subject to that proposed rejection 
which will be set forth in the decision of the Board of 
Patent Appeals and Interferences as a new ground of 
rejection under paragraph (b) of this section. The 
affirmance of the rejection of a claim on any of the 
grounds specified constitutes a general affirmance of 
the decision of the examiner on that claim, except as 
to any ground specifically reversed.

(b) Should the Board reverse the examiner’s 
determination not to make a rejection proposed by a 
requester, the Board shall set forth in the opinion in 
support of its decision a new ground of rejection; or 
should the Board have knowledge of any grounds not 
raised in the appeal for rejecting any pending claim, it 
may include in its opinion a statement to that effect 
with its reasons for so holding, which statement shall 
constitute a new ground of rejection of the claim. Any 
decision which includes a new ground of rejection 
pursuant to this paragraph shall not be considered 
final for judicial review. When the Board makes a 
new ground of rejection, the owner, within one month 
from the date of the decision, must exercise one of the 
following two options with respect to the new ground 
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of rejection to avoid termination of the appeal pro-
ceeding as to the rejected claim:

(1) Reopen prosecution. The owner may file 
a response requesting reopening of prosecution before 
the examiner. Such a response must be either an 
amendment of the claims so rejected or new evidence 
relating to the claims so rejected, or both.

(2) Request rehearing. The owner may 
request that the proceeding be reheard under § 41.79
by the Board upon the same record. The request for 
rehearing must address any new ground of rejection 
and state with particularity the points believed to have 
been misapprehended or overlooked in entering the 
new ground of rejection and also state all other 
grounds upon which rehearing is sought.

(c) Where the owner has filed a response 
requesting reopening of prosecution under paragraph 
(b)(1) of this section, any requester, within one month 
of the date of service of the owner’s response, may 
once file comments on the response. Such written 
comments must be limited to the issues raised by the 
Board’s opinion reflecting its decision and the 
owner’s response. Any requester that had not previ-
ously filed an appeal or cross appeal and is seeking 
under this subsection to file comments or a reply to 
the comments is subject to the appeal and brief fees 
under § 41.20 (b)(1) and (2), respectively, which must 
accompany the comments or reply.

(d) Following any response by the owner under 
paragraph (b)(1) of this section and any written com-
ments from a requester under paragraph (c) of this 
section, the proceeding will be remanded to the exam-
iner. The statement of the Board shall be binding upon 
the examiner unless an amendment or new evidence 
not previously of record is made which, in the opinion 
of the examiner, overcomes the new ground of rejec-
tion stated in the decision. The examiner will consider 
any owner response under paragraph (b)(1) of this 
section and any written comments by a requester 
under paragraph (c) of this section and issue a deter-
mination that the rejection is maintained or has been 
overcome.

(e) Within one month of the examiner’s deter-
mination pursuant to paragraph (d) of this section, the 
owner or any requester may once submit comments in 
response to the examiner’s determination. Within one 
month of the date of service of comments in response 
to the examiner’s determination, the owner and any 

requesters may file a reply to the comments. No 
requester reply may address the comments of any 
other requester reply. Any requester that had not pre-
viously filed an appeal or cross appeal and is seeking 
under this subsection to file comments or a reply to 
the comments is subject to the appeal and brief fees 
under § 41.20 (b)(1) and (2), respectively, which must 
accompany the comments or reply.

(f) After submission of any comments and any 
reply pursuant to paragraph (e) of this section, or after 
time has expired, the proceeding will be returned to 
the Board which shall reconsider the matter and issue 
a new decision. The new decision is deemed to incor-
porate the earlier decision, except for those portions 
specifically withdrawn.

(g) The time period set forth in paragraph (b) of 
this section is subject to the extension of time provi-
sions of § 1.956 of this title when the owner is 
responding under paragraph (b)(1) of this section. The 
time period set forth in paragraph (b) of this section 
may not be extended when the owner is responding 
under paragraph (b)(2) of this section. The time peri-
ods set forth in paragraphs (c) and (e) of this section 
may not be extended.

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

§  41.79 Rehearing.
(a) Parties to the appeal may file a request for 

rehearing of the decision within one month of the date 
of:

(1) The original decision of the Board under 
§ 41.77(a),

(2) The original § 41.77(b) decision under 
the provisions of § 41.77(b)(2),

(3) The expiration of the time for the owner 
to take action under § 41.77(b)(2), or

(4) The new decision of the Board under § 
41.77(f).

(b)(1)The request for rehearing must state with 
particularity the points believed to have been misap-
prehended or overlooked in rendering the Board’s 
opinion reflecting its decision. Arguments not raised 
in the briefs before the Board and evidence not previ-
ously relied upon in the briefs are not permitted in the 
request for rehearing except as permitted by para-
graphs (b)(2) and (b)(3) of this section.
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(2) Upon a showing of good cause, appellant 
and/or respondent may present a new argument based 
upon a recent relevant decision of either the Board or 
a Federal Court.

(3) New arguments responding to a new 
ground of rejection made pursuant to § 41.77(b) are 
permitted.

(c) Within one month of the date of service of 
any request for rehearing under paragraph (a) of this 
section, or any further request for rehearing under 
paragraph (d) of this section, the owner and all 
requesters may once file comments in opposition to 
the request for rehearing or the further request for 
rehearing. The comments in opposition must be lim-
ited to the issues raised in the request for rehearing or 
the further request for rehearing.

(d) If a party to an appeal files a request for 
rehearing under paragraph (a) of this section, or a fur-
ther request for rehearing under this section, the 
Board shall render a decision on the request for 
rehearing. The decision on the request for rehearing is 
deemed to incorporate the earlier opinion reflecting its 
decision for appeal, except for those portions specifi-
cally withdrawn on rehearing and is final for the pur-
pose of judicial review, except when noted otherwise 
in the decision on rehearing. If the Board opinion 
reflecting its decision on rehearing becomes, in effect, 
a new decision, and the Board so indicates, then any 
party to the appeal may, within one month of the new 
decision, file a further request for rehearing of the 
new decision under this subsection. Such further 
request for rehearing must comply with paragraph (b) 
of this section.

(e) The times for requesting rehearing under 
paragraph (a) of this section, for requesting further 
rehearing under paragraph (c) of this section, and for 
submitting comments under paragraph (b) of this sec-
tion may not be extended.

 [Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

§  41.81 Action following decision.
The parties to an appeal to the Board may not 

appeal to the U.S. Court of Appeals for the Federal 
Circuit under § 1.983 of this title until all parties’ 
rights to request rehearing have been exhausted, at 
which time the decision of the Board is final and 
appealable by any party to the appeal to the Board.

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

Subpart D — Contested Cases

§  41.100 Definitions.
 In addition to the definitions in § 41.2, the follow-

ing definitions apply to proceedings under this sub-
part:

Business day means a day other than a Saturday, 
Sunday, or Federal holiday within the District of 
Columbia.

Involved means the Board has declared the patent 
application, patent, or claim so described to be a sub-
ject of the contested case.

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

§  41.101 Notice of proceeding.
(a) Notice of a contested case will be sent to 

every party to the proceeding. The entry of the notice 
initiates the proceeding.

(b) When the Board is unable to provide actual 
notice of a contested case on a party through the cor-
respondence address of record for the party, the Board 
may authorize other modes of notice, including:

(1) Sending notice to another address associ-
ated with the party, or

(2) Publishing the notice in the Official 
Gazette of the United States Patent and Trademark 
Office.

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]

§  41.102 Completion of examination.
 Before a contested case is initiated, except as the 

Board may otherwise authorize, for each involved 
application and patent:

(a) Examination or reexamination must be 
completed, and

(b) There must be at least one claim that:
(1) Is patentable but for a judgment in the 

contested case, and
(2) Would be involved in the contested case.

[Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 
13, 2004]


